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DETAILED ACTION 

Receipt is acknowledged of Amendment filed on April 5, 2004. Claims 1-32 and 
59 are pending. 

In view of applicants response the previous rejections are withdrawn. New 
rejections are made. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 7-29 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Arraudeau et al. (US 5,154,916). 

Arraudeau (US 5,154,916) teaches a wax-based mascara composition in 
emulsion form comprising 10 % by weight of carnauba wax, triethanolamine stearate, 
keratin hydrolysate, hydroxyethylcellulose and gum in sufficient quantity of water. The 
composition can be in the form of oil-in-water or water-in-oil emulsions, or in the form of 
suspensions in a solvent medium (column 3, lines 45-49). The waxes used in the 
invention possess a melting point of between 60 °C and 1 10 °C and have a needle 
penetration of 3 to 40. The waxes used are selected from among animal waxes, mineral 
waxes, synthetic waxes, vegetable waxes and various fractions of natural waxes etc. 
Among vegetable waxes Carnauba waxes, Candelilla waxes, sugarcane waxes (melting 
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point 77 °C -82 °C), Ouricurry waxes (melting point 79 °C - 84 °C) are mentioned. See 
column 2, lines 35-61 and examples 4, 5; instant claims 1-5, 7-17, and 25-28. Mascaras 
are also known which are based on waxes and anionic and cationic polymers. See 
column 1, lines 31-32; instant claims 18-24. The composition can contain ingredients 
such as softeners, thickeners, preservatives, silicones and polymers. See column 5, 
lines 18-25; instant claims 29, 32. 

Arraudeau reference (US 5,154,916) fails to specifically point out the particle size 
of the wax. However, they use the same method to make mascara compositions in 
emulsion form. See column 6, lines 43-51 . It would have been obvious to make the 
mascara composition in emulsion form with particle size of the wax 1 urn or greater by 
using similar waxes and same method with the motivation of using the resulting 
compositions for curling and/or thickening keratin fibers. 

Claims 30-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 5,154,916 as applied to claims 1-5, 7-29 and 32 above, and further in view of 
Arraudeau et al. (US 4,871 ,536). 

Arraudeau reference (US 5,154,916) fails to specifically teach dimethicone 
copolyol as silicone surfactant. Arraudeau (US 4,871, 536) teaches a mascara 
composition comprising use of cationic polymers and waxes. Cationic silicone polymers 
such as AMODIMETHICONE are mentioned. See column 8, lines 66-69; instant claims 
30-31. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to make mascara composition comprising silicones as 
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taught by Arraudeau (US 5,154,916). By specifically using dimethicone copolyol having 
an HLB ranging from 8 to 16 as silicone surfactant, a composition with improved 
pigment distribution and greater stability will be obtained. The motivation would be to 
obtain a wax-in-water mascara composition for curling and/or thickening keratin fibers. 

Response to Arguments 

Applicant's arguments with respect to claims 1-32 and 59 have been considered 
but are not persuasive. 

Arraudeau (US 5,154, 916) discloses a wax-based mascara composition 
comprising 1 0 % by weight of carnauba wax, triethanolamine stearate, 
hydroxyethylcellulose, keratin hydrolysate and sufficient quantity of water. See Example 
5 in Arraudeau. Arraudeau also teach the method of making the mascara compositions 
in emulsion form. See column 6, lines 43-51. It is obvious from Example 4 that the 
mascara composition is a wax-in-water composition. The applicants argument 
regarding, the wax particle size of atleast 1 urn or greater is not persuasive. Since 
Arraudeau uses the same waxes and same method to make mascara composition as 
the instant invention, he would have obtained the composition with wax particle size of 1 
urn or greater. 

In response to the arguments regarding the Jeffcoat, Mizuno and Leis 
references, the examiner used Jeffcoat reference to show that triethanolamine stearate 
is well know in the art as an emulsifier for oil-in-water emulsions. Mizuno reference was 
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used to show that carnauba wax powder having a particle size of less than 80 mesh is 
used in cosmetic art for example cosmetic stick. 

Allowable Subject Matter 

Claim 59 is allowed. 

Claim 6, is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Conclusion 

Claim 59 is allowed. 

Claim 6 is objected to. 

Claims 1-5 and 7-32 are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shobha Kantamneni whose telephone number is 571- 
272-2930. The examiner can normally be reached on 8 am-5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




